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MAR 1 2 2003 

RESPO N SE TO R EST R ICTIO N R EQUIR EM E NT TECH CENTER 1 600/2900 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

In complete response to the Restriction Requirement set forth in the Official 
Communication mailed on February 12, 2003 (Paper No. 11), Applicants hereby elecTmlh 
traverse the claims of Group I (Claims 1-20, and 25), which are drawn to protein, 
pharmaceutical and such methods of use. 



The instant application is a national phase application of an International PCT 
Application. Therefore, 37 C.F.R. §§ 1.499, 1.475, 1.143 and 1.144 apply. Thus, unity 
of invention is fulfilled only when there is a technical relationship among those inventions 
involving one or more of the same or corresponding special technical features. 37 C.F.R. 
§ 1.475. The expression "special technical features" shall mean those technical features 
that define a contribution which each of the claimed inventions, considered as a whole, 
makes over the prior art. Id. Thus, even if group of inventions is claimed, a restriction for 
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lack of unity of invention should not be made unless the claims lack the same or 
corresponding special technical features. The Office Action states that Groups I-V lack 
unity of invention. However, Applicants submit that Groups I-V contain the same or 
corresponding special technical feature of an isolated polypeptide from the family of 
calcium-fixing proteins. 

Applicants further note that during review by the International Searching Authority 
(ISA), the claims of the PCT application did not receive a lack of unity rejection. Because 
unity of invention was found for the PCT application under PCT Rule 13, Applicants 
submit that the current restriction requirement is improper. 

In Caterpiller Tractor Co. v. Commissioner of Patents and Trademarks . 231 

U.S.P.Q. 590, 590-1 (E.D. Va 1986), the Court held that a restriction requirement of 

claims found to have unity runs afoul of Article 27. Article 27 provides in part: 

(1) No national law shall require compliance with 
requirements relating to the form or contents of the 
international application different from or additional to those 
which are provided for in this Treaty and the Regulations. 

Thus, analogous to the facts of Caterpiller , as this application was filed under 35 

U.S.C. § 371 and the claims were found to have unity by the International Searching 

Authority, the U.S. Patent and Trademark Office cannot not now require a restriction. 

Requiring a restriction would run afoul of Article 27. Accordingly, Applicants request that 

the claims of Groups II- V be rejoined with the claims of Group I. 
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Finally, under U.S. patent law, an application may be properly restricted to one or 
more claimed inventions only if (1) the inventions are independent or distinct as claimed, 
and (2) there is a serious burden on the Examiner if the restriction is not required. 
M.P.E.P. § 803. As noted above, Groups I-V involve the same special technical feature. 
Furthermore, the Office has not set forth an explanation of how a search of the claimed 
invention would be burdensome. Thus, a serious burden would not be imposed on the 
Examiner to examine all the claims of Groups I-V in a single application. Thus, the 
restriction is improper and should appropriately be withdrawn. 

Accordingly, for at least all of the reasons set forth above, withdrawal of the 
requirement for restriction is requested and believed to be in order. Further and favorable 
consideration of all the claims of record on the merits is respectfully requested 

In the event that there are any questions relating to this Reply to Restriction 
Requirement, or the application in general, it would be appreciated if the Examiner would 
telephone the undersigned attorney concerning such questions so that prosecution of this 
application may be expedited. 



Respectfully submitted, 



Burns, Doane, Swecker & Mathis, L.L.P. 




P.O. Box 1404 

Alexandria, Virginia 22313-1404 
(703) 836-6620 



Date: March 11, 2003 



